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DETAILED ACTION 

This Action is in regards to the Reply received on 07/08/2005. 

Response to Amendment 

1 . This action is responsive to the application filed on 02/28/2002. Claim 8 has 

been cancelled. Claims 1, 2, 5, 6, 9-11, 14, 15, and 17-19 have been amended^ ^ 

Claims 1-7 and 9-20 are pending. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1 , 4 and 7 have been carefully 
considered, but are not deemed folly persuasive. Applicant's arguments are deemed moot in 
view of the following new ground of rejection as explained here below, necessitated by 
Applicant substantial amendment to the claims which significantly affected the scope thereof. 
The dependent claims stand rejected as articulated in the First Office Action and all objections 
not addressed in Applicant's response are herein reiterated. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
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said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

4. Claims 1-3, 7, 9-12, and 16-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cabrera et al (Cabrera), U.S. Patent No. 6,269,382 B1 in view 
of Hull et al (Hull), U.S. Patent No. 6,704,1 18 B1 further in view of 
Lennon(Lennon) US Patent No. 6,624,843 B2. 

Regarding claim 1, Cabrera teaches the invention substantially as 
claimed. Cabrera discloses a method for use with a digital sender device 
comprising: 

inserting a removable data storage media into a removable data storage 
mechanism arranged within a digital sender device and operatively 
coupling 

operatively coupling a removable data storage media to a digital sender 
device (fig. 1, items 20, 29-30; column 8, lines 38-67)\ 
causing said digital sender device to: 

optically scan at least one object to form corresponding scanned 
object data {column 24, lines 46-67; column 25, lines 1-31), 
generate an outgoing message data including said scanned object data 
output said message data (column 10, lines 1-56; column 24, lines 46-67; 
column 25, lines 1-30), and 

store said message data on said removable data storage device (column 
8, lines 38-67; column 34, lines 39-47). 
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However, Cabrera does not specifically disclose providing recipient data 
address, and generate an outgoing message (including scanned object) data 
using said recipient address. 

In the same field of endeavor, Hull teaches a method in which (" ...data 
representing a network address of the source or recipient device can be stored 
along with the archived image. An IP address can be stored with documents 
originating from a workstation assigned to that particular IP address...) [see Hull, 
column 10, lines 3-17]. 

Accordingly, it would have been obvious to one of ordinary skill in the 
networking art at the time the invention was made to have incorporated Hull's 
teachings of a method and apparatus to provide recipient address data with 
scanned object data, with the teachings of Cabrera, for the purpose of " providing 
a system and a method for remote storage that allows local storage to be rapidly 
freed should the need arise to rapidly reclaim local storage, and to provide a 
hierarchical storage system that maximizes the amount of local storage that can 
be transferred to a remote storage.." as stated by Cabrera in lines 28-41 of 
column 6. By this rationale claim 1 is rejected. 

While Cabrera and Hull substantially disclose the claimed invention, 
Cabrera and Hull do not specifically teach in detail Inserting a removable media 
into mechanism; and sending/storing an electronic mail message. However, 
Cabrera suggests in col. 35, lines 14 that the storage may be embodied in other 
specific forms... Accordingly, in the same field of endeavor, Lennon teaches a 
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method in wherein "the approach of inserting a removable media into mechanism 
and sending/storing an electronic mail message" is fully disclosed , e.g., 'system, 
the controller 102 accesses the necessary customer and reference images and sends 
themlo a co^ resident in the image display system 108, 

i.e., the display from which the request for the composite image was received. The computing 
device that receives the customer and reference images from the controller 102 then generates 
the composite image. Regardless of the manner in which the composite image is generated, 
the composite image is displayed at step 516 on the display. Additionally, the composite 
[mage can be stored on a 

removable media such as a compact disc (CD) or digital video disc (DVD) and given to the 
customer for later reference. If the customer has an established e-mail address , the composite 
image can be sent via the public or private communication networks 1 10, 1 12 to the e-mail 
address provided. In another alternative, if the merchant has an interactive and secure World 
Wide Web q|| 

Accordingly, it would have been obvious to one of ordinary skill in the 
networking art at the time the invention was made to have incorporated Hull's 
teachings of a method and apparatus to provide recipient address data with 
scanned object data, with the teachings of Lennon, for the purpose of 11 providing 
a system capable of distinguishing differences between body sizes and is 
capable of filing in variations..." as stated by Lennon in lines 45-50 of column 2. 
By this rationale claim 1 is rejected. 
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Regarding claim 2, the combination Cabrera-Hull-Lennonteaches the 
method of claim 1 , wherein the method as recited in claim 1 , wherein operatively 
coupling said removable data storage media to said digital sender device further 
includes: positioning a writable optical disc in a writable optical disc drive within 
said digital sender device, [see Cabrera, column 8, lines 38-67; column 9, lines 
1-37]. The same motivation that was utilized in the combination of claim 1 , 
applies equally as well to claim 2 [see Cabrera, column 6, lines 28-41]. By this 
rationale claim 2 is rejected. 

Regarding claim 3, the combination Cabrera-Hull-Lennonteaches the 
method as recited in claim 1 , wherein said scanned object data further includes a 
plurality of different versions of said scanned object data [see Hull, column 10, 
lines 58-67; column 11, lines 1-26 ]. The same motivation that was utilized in the 
combination of claim 1 , applies equally as well to claim 3 [see Cabrera, column 6, 
lines 28-41]. By this rationale claim 3 is rejected. 

Regarding claim 7, the combination Cabrera-Hull-Lennonteaches the 
method as recited in claim 3, wherein said plurality of different versions of said 
scanned object data includes a first version and a second version, said second 
version being a data compressed version of said first version [see Hull, column 7, 
lines 41-67; column 8, lines 1-26]. The same motivation that was utilized in the 
combination of claim 1, applies equally as well to claim 7 [see Cabrera, column 6, 
lines 28-41 ]. By this rationale claim 7 is rejected. 
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Regarding claim 9, the combination Cabrera-Hull-Lennonteaches the 
method as recited in claim 7, wherein causing said digital sender device to store 
said message data on said removable data storage device further includes: 
causing said digital sender device to store said first version on said removable 
data storage device [see Hull, column 10, lines 40-67; column 11, lines 1-26]. 
The same motivation that was utilized in the combination of claim 1 , applies 
equally as well to claim 9 [see Cabrera, column 6, lines 28-41]. By this rationale 
claim 9 is rejected. 

Regarding claim 10, the combination Cabrera-Hull-Lennonteaches the 
method as recited in claim 4, wherein said message data includes data selected 
from a group of data comprising scanned object data, recipient address data, 
timestamp data, authentication related data, device identifying data, control data, 
text data, graphics data, and image data [see Cabrera, column 25, lines 1-67]. 
The same motivation that was utilized in the combination of claim 1 , applies 
equally as well to claim 10 [see Cabrera, column 6, lines 28-41]. By this rationale 
claim 10 is rejected. 

Regarding claim 11, the combination Cabrera-Hull-Lennonteaches an 
apparatus comprising [see Cabrera, fig. 1, items 20-54]: a digital sender device 
having: 

a data storage device configurable to access a removable data storage 
media [see Cabrera, column 8, lines 38-67], 
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a scanning mechanism configurable to scan at least one object and 
produce corresponding scanned object data [see Cabrera, column 24, lines 46- 
67; column 25, lines 1-31], 

a communication interface configurable to operatively connect to at least 
one network [see Cabrera, column 8, lines 38-67; column 9, lines 1-37], 

a user interface configurable to receive user inputs [see Cabrera, fig. 1 , 
item 40; column 8, lines 38-67; column 9, lines 1-37], and 

logic operatively coupled to said data storage device, said scanning 
mechanism, said communication interface, and said user interface, wherein said 
logic is configured to combine recipient address data from said user interface 
with at least a portion of said scanned object data to form message data that is 
then output by said communication interface and stored by said data storage 
device on said removable data storage device [see Hull, column 10, lines 3-17], 
The same motivation that was utilized in the combination of claim 1 , applies 
equally as well to claim 1 1 [see Cabrera, column 6, lines 28-41]. By this rationale 
claim 11 is rejected. 

Regarding claim 12, the combination Cabrera-Hull-Lennonteaches the 
apparatus as recited in claim 1 1 , wherein said scanned object data further 
includes a plurality of different versions of said scanned object data [see Hull, 
column 10, lines 58-67; column 11, lines 1-26 ]. The same motivation that was 
utilized in the combination of claim 1, applies equally as well to claim 12 [see 
Cabrera, column 6, lines 28-41]. By this rationale claim 12 is rejected. 
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Regarding claim 16, the combination Cabrera-Hull-Lennonteaches the 
apparatus as recited in claim 12, wherein said plurality of different versions of 
said scanned object data includes a first version and a second version, said 
second version being a data compressed version of said first version [see Hull, 
column 7, lines 41-67; column 8, lines 1-26]. The same motivation that was 
utilized in the combination of claim 1, applies equally as well to claim 16 [see 
Cabrera, column 6, lines 28-41]. By this rationale claim 16 is rejected. 

Regarding claim 17, the combination Cabrera-Hull-Lennonteaches the 
apparatus as recited in claim 16, wherein said logic is configured to include said 
second version within said message data that is output by said communication 
interface [see Hull, column 10, lines 40-67; column 11, lines 1-26]. The same 
motivation that was utilized in the combination of claim 1 , applies equally as well 
to claim 17 [see Cabrera, column 6, lines 28-41]. By this rationale claim 17 is 
rejected. 

Regarding claim 18, the combination Cabrera-Hull-Lennonteaches the 
apparatus as recited in claim 16, wherein said logic is configured to include said 
first version within said message data that is stored by said data storage device 
[see Hull, column 10, lines 40-67; column 11, lines 1-26]. The same motivation 
that was utilized in the combination of claim 1, applies equally as well to claim 18 
[see Cabrera, column 6, lines 28-41]. By this rationale claim 18 is rejected. 

Regarding claim 19, the combination Cabrera-Hull-Lennonteaches the 
apparatus as recited in claim 11, wherein said message data includes data 
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selected from a group of data comprising scanned object data, recipient address 
data, timestamp data, authentication related data, device identifying data, control 
data, text data, graphics data, and image data [see Cabrera, column 25, lines 1- 
67]. The same motivation that was utilized in the combination of claim 1 , applies 
equally as well to claim 19 [see Cabrera, column 6, lines 28-41]. By this rationale 
claim 19 is rejected. 

Regarding claim 20, the combination Cabrera-Hull-Lennonteaches the 
apparatus as recited in claim 1 1 , further comprising: a multiple function device 
that includes: 

said digital sender device, and a printer mechanism operatively coupled 
to said logic within said digital sender device, and wherein said logic is further 
configured to cause said printing mechanism to print out at least a portion of said 
message data [see Hull, fig. 1, item 112; fig. 5, item 512; column 2, lines 21-32; 
column 3, lines 1-67; column 4, lines 1-60]. The same motivation that was 
utilized in the combination of claim 1 , applies equally as well to claim 20 [see 
Cabrera, column 6, lines 28-41]. By this rationale claim 20 is rejected. 

3. Claims 4-6, and 13-15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cabrera, Lennon and Hull as applied to claims 1-3, 7-12, 16- 
20, further in view of Parulski et al (Parulski) U.S. Patent No. 5,440,401 B1 . 



Application/Control Number: 10/087,121 Page 1 1 

Art Unit: 2143 

Regarding claim 4, the combination Cabrera-Hull-Lennonteaches the 
invention substantially as claimed. Cabrera-Hull-Lennondiscloses the method as 
recited in claim 3, wherein said scanned object includes a plurality of different 
versions of said scanned object data. However, Cabrera-Hull-Lennon fails to 
disclose a said plurality of different versions of said scanned object data that 
includes a first resolution version and a second resolution version, said second 
resolution version having a lower level of resolution than said first resolution 
version. 

In the same field ion endeavor, Parulski teaches a method for image data 
processing whereas, "in the same database storage contains high resolution 
images, an a low resolution index data file of the same images where images can 
be retrieved and displayed.." [see Parulski, column 6, lines 50-67]. 

Accordingly, it would have been obvious to one of ordinary skill in the 
networking art at the time the invention was made to have incorporated Hull's 
teachings of a method and apparatus to provide recipient address data with 
scanned object data, with the teachings of Cabrera, for the purpose of "providing 
a system and a method for remote storage that allows local storage to be rapidly 
freed should the need arise to rapidly reclaim local storage, and to provide a 
hierarchical storage system that maximizes the amount of local storage that can 
be transferred to a remote storage..." as stated by Cabrera in lines 28-41 of 
column 6. Parulski further provides motivation to combine by stating that "the 
accompanying of the low and high resolution will allow the user to readily call up 
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and display the high resolution image associated with a selected low resolution 
image... f \see Parulski, column 2, lines 18-23], By this rationale claim 4 is 
rejected. 

Regarding claim 5, the combination Cabrera-Hull- Parulski teaches the 
method as recited in claim 4, wherein causing said digital sender device to output 
said message data further includes: [see Parulski, column 6, lines 6-67]. The 
same motivation that was utilized in the combination of claim 4, applies equally 
as well to claim 5 [see Parulski, column 2, lines 18-23], By this rationale claim 5 
is rejected. 

Regarding claim 6, the combination Cabrera-Hull- Parulski teaches the 
method as recited in claim 4, wherein causing said digital sender device to store 
said message data on said removable data storage device further includes: 
causing said digital sender device to store said first resolution version on said 
removable data storage device: [see Parulski, column 6, lines 6-67]. The same 
motivation that was utilized in the combination of claim 4, applies equally as well 
to claim 6 [see Parulski, column 2, lines 18-23]. By this rationale claim 6 is 
rejected. 

Regarding claim 13, the combination Cabrera-Hull- Parulski teaches the 
apparatus as recited in claim 12, wherein said plurality of different versions of 
said scanned object data includes a first resolution version and a second 
resolution version, said second resolution version having a lower level of 
resolution than said first resolution version [see Parulski, column 6, lines 50-67]. 
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The same motivation that was utilized in the combination of claim 4, applies 
equally as well to claim 13 [see Parulski, column 2, lines 78-23]. By this rationale 
claim 13 is rejected. 

Regarding claim 14, the combination Cabrera-Hull- Parulski teaches the 
apparatus as recited in claim 13, wherein said logic is configured to include said 
second resolution version within said message data that is output by said 
communication interface [see Parulski, column 6, lines 6-67]. The same 
motivation that was utilized in the combination of claim 4, applies equally as well 
to claim 14 [see Parulski, column 2, lines 18-23]. By this rationale claim 14 is 
rejected. 

Regarding claim 15, the combination Cabrera-Hull- Parulski teaches the 
apparatus as recited in claim 13, wherein said logic is configured to include said 
first resolution version within said message data that is stored by said data 
storage device: [see Parulski, column 6, lines 6-67]. The same motivation that 
was utilized in the combination of claim 4, applies equally as well to claim 15 [see 
Parulski, column 2, lines 18-23], By this rationale claim 15 is rejected. 

Response to Arguments 

6. Applicant's Request for Reconsideration filed on 02/07/2005 has been carefully 
considered but is not fully persuasive. However, it is the examiner's position that the 
new art of reference Lennon teaches the minor deficiencies of the prior office action. 



Application/Control Number: 10/087,121 
Art Unit: 2143 



Page 14 



Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE f -FINAL. Any inquiry 
concerning this communication or earlier communications from examiner should be 
directed to Jude Jean-Gilles whose telephone number is (571) 272-3914. The examiner 
can normally be reached on Monday-Thursday and every other Friday from 8:00 AM to 
5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley, can be reached on (571) 272-3923. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
9000. 




October 02, 2005 



